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Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-2 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

The specification fails to give proper guidance to the artisan, wishing to apply the 
method of manufacture an epoxy composition of the instant invention, as to how to one 
can effectively "simultaneously" introduce " outside air to the kneader through the supply 
orifice and the discharge orifice " (emphasis added). Since the discharge orifice section 
of a kneading device is expected to be highly pressurized, it is unclear how one can 
effectively introduce "outside air", which presumably has a pressure of around 14.7 psi 
into the kneading device via the discharge orifice. Any attempt to do so would involve 
mere guesswork and undue experimentation on the part of the artisan. For these 
reasons, the specification is deemed not to enable any person skilled in the art to which 
it pertains or with which it is most nearly connected, or to reasonably convey to one 
skilled in the art that the inventor(s), at the time the application was filed, has 
possession of the invention as claimed. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 3-1 1 rejected under 35 U.S.C. 102(b) as being anticipated by JP 0905228 
A (Takasu). 

Claim 3 is drawn to a product created by the process of claim 1 . This being the 
case, the process limitation does not provide significant patentable weight as long as 
the claimed product and product of the prior art are substantially identical. In regard to 
claim 3, Takasu (paragraph 007) suggests a composition comprising an epoxy resin, a 
phenol hardening agent (addressing applicant's claim 4) and 76-94 wt% silica powder in 
the epoxy resin composition (silica being the inorganic filler addresses applicant's claim 
5), wherein the composition is used for "semiconductor closure" (paragraph 1 ). 

Takasu also teaches that moisture formed from condensation of volatile gasses 
creates unwanted voids. Takasu uses decompression in order to remove this volatile 
component during the kneading process thereby preventing the occurrence of voids 
(paragraphs 7 and 17-18). As a result, the product formed by is indistinguishable from 
the applicant product recited in claim 3 as both products are epoxy resins where volatile 
materials are removed and with reduced amounts of voids. 
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As for claim 6, tlie "enclosed" or encapsulated semiconductor produced by 

Takasu (paragraph 1) meets applicant claim 6. As for composition claim 7, this claim 

being dependent on process claim 2, the process limitation in claim 2 regarding 

discharged rate and amount of air being introduced into a kneader does not materially 

change the characteristic of the kneaded epoxy composition. For this reason, claim 7 as 

well as claims 8-10 (these claims being dependent on claim 7) are taken to be 

anticipated by Takasu for the same line of reasoning set forth above. Applicant claim 1 1 

is dependant on claim 4. Claim 1 1 is rejected as being anticipated by Takasu for 

essentially the same reason line of reasoning as claims 4 and 6. 

Note: Where ... the claimed and prior art products are identical or substantially identical, 
or are produced by identical or substantially identical processes, the PTO can require 
an applicant to prove that the prior art products do not necessarily or inherently possess 
the characteristics of his claimed product. Whether the rejection is based on 
"inherency" under 35 USC § 102, on prima facie obviousness" under 35 USC § 
103, jointly or alternatively, the burden of proof is the same, and its fairness is 
evidenced by the PTO's inability to manufacture products or to obtain and 
compare prior art products." In re Best. 562 F2d 1252, 1255, 195 USPQ 430, 433-4 
(CCPA1977). 



5. Claims 3-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 
2001-081284 (Tsutomu). 

Claim 3 drawn to a product created by the process of claim 1 . This being the 
case, the process limitation does not provide significant patentable weight as long as 
the product claim and product of the prior art are substantially identical. Claim 4 further 
limits the product of claim 3. In regard to these claims Tsutomu teaches using an epoxy 
resin ingredient, a hardening agent, and a silica powder ingredient [paragraph [0010]. 
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The inorganic filler used is silica powder, and comprises 84% of the total resin 
[paragraph 0017]. Being that the resin contains an epoxy resin, a hardening (curing) 
agent, and silica power (which is an inorganic filler). Applicant claim 4 is addressed. In 
Tsutomu [0017], there is a teaching of using the resin composition for "semiconductor 
closure". This addresses applicant claim 6 and subsequently applicant claim 1 1 . 
Volatiles are removed via a vent portion of the kneading apparatus thus reducing the 
amount of voids formed [paragraph 0006]. As a result, the product formed by Tsutomu 
is indistinguishable from the applicant's claimed product. Both products are epoxy 
resins with reduced amounts of voids comprised of the same material. Claims 7, 8, and 
9 are anticipated for the same reasons as above. As for claims 5 and 10, as noted 
above, Tsutomu is incorporating 84% (taken to be in weight) of inorganic material 
(paragraph 17). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID N. BROWN II whose telephone number is 
(571)270-5497. The examiner can normally be reached on Monday-Thursday 7:30a- 
5:00p EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sam Yao can be reached on (571)-272-1224. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/DAVID N. BROWN 11/ 
Examiner, Art Unit 41 11 

/SamChuan C. Yao/ 

Supervisory Patent Examiner, Art Unit 41 1 1 



